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REMARKS 

This Application has been carefully reviewed in light of the Office Action mailed 
April 3, 2008. At the time of the Office Action, claims 1, 3, 4, 6, 7, 9-20, 22-25 and 27-36 
were pending in this Application. Claims 1, 3, 4, 6, 7, 9-20, 22-25 and 27-36 were rejected. 
Applicant has cancelled claims 6, 7, and 22-25 herein and amended claims 1, 3, 4, 15, 20, and 
33. Furthermore, Applicant has added claims 39-49. Applicant respectfully requests 
reconsideration and favorable action in this case. 

Rejections under 35 U.S.C. $103 

A. Remarks Regarding Rejection over Price in view of Kitano and Yoshida 

Claims 1, 3, 4, 6, 7, 9-20, 22-25 and 27-36 were rejected under 35 U.S.C. § 103(a) as 
being unpatentable over U.S. Patent Publication No. 2002/0076747 issued to Price, et al. 
("Price") in view of European Patent Application No. 0248656 by Kazuaki Kitano ("Kitano") 
and in view of U.S. Patent No. 5,520,933 issued to Nobuko Yoshida et al. ("Yoshida"). 
Applicant respectfully traverses and submits that the cited art combinations, even if proper, 
which Applicant does not concede, do not render the claimed embodiments of the invention 
obvious. 

In order to establish a prima facie case of obviousness, the references cited by the 
Examiner must disclose all claimed limitations. In re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 
(C.C.P.A. 1974). To establish a prima facie case of obviousness, three basic criteria must be 
met. First, there must be some suggestion or motivation, either in the references themselves 
or in the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable expectation 
of success. Finally, the prior art reference (or references when combined) must teach or 
suggest all the claim limitations. 

First, Applicant submits that the Examiner has not established a prima facie case of 
obviousness, in that the prior art references when combined at least do not disclose a 
composition comprising "albumin in an amount less than about 5 g/1" as recited in 
Applicant's amended independent claims. As discussed in Applicant's specification, the 
content of albumin present in a culture medium of the present application is significantly 
reduced by substitution with polyethylene glycol which provides several advantages, many of 
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which are discussed in Applicant's specification. 

Both Kitano and Yoshida fail to disclose a composition comprising albumin in an 
amount less than about 5 g/1. Similarly, Price fails to disclose a composition comprising 
albumin in an amount less than about 5 g/1 and PEG at a concentration of at least 
approximately 1% by weight. Rather, Price discloses a media supplement that contains an 
albumin substitute in an amount of 5000 mg/L to 50,000 mg/L (5-50 g/L). (Price, Table 1.) 
Applicant further submits that it would not be obvious to modify Price to include albumin in 
an amount less than about 5 g/1 because the prior art does not recognize a correlation between 
the amount of albumin present in a culture media and the amount of polyethylene glycol in a 
culture media. That is to say, the prior art does not recognize that albumin content may be 
significantly lowered through the addition of polyethylene glycol. 

Furthermore, Applicant submits that the Examiner has not established a prima facie 
case of obviousness, in that the prior art references when combined at least do not disclose a 
composition "wherein all the proteins present in the composition are recombinant" or a 
composition "free from animal proteins other than recombinant proteins" as recited in the 
independent claims. The Examiner appears to admit that the combination of Kitano and 
Yoshida fail to disclose a composition "wherein all the proteins present in the composition 
are recombinant" or a composition "free from animal proteins other than recombinant 
proteins." (Office Action at page 5.) As such, the Examiner cites to Price to provide the 
disclosure of this missing element stating that Price discloses "serum free culture medium 
and the use of recombinant proteins." (Office Action at page 7.) However, Price does not 
disclose a serum-free medium that comprises recombinant proteins, but rather Price discloses 
a serum free medium which may "be used to express recombinant protein in ES cells 
cultivated in serum-free culture." (Price at K [0120].) In other words, Price discloses that 
DNA encoding a protein of interest may be introduced into ES cells and that these ES cells 
may be subsequently grown on a serum-free medium so that the recombinant protein may 
later be isolated from these cells. (Price at ]f [0120].) Nowhere does Price disclose that the 
serum-free medium itself comprises recombinant proteins. As such, the combination of Price 
in view of Kitano and Yoshida does not render the claimed embodiment of the invention 
obvious. 
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Consequently, for at least all the reasons stated above, Applicant respectfully submits 
that these claims are patentable over Price in view of Kitano and Yoshida. Accordingly, 
Applicant respectfully requests withdrawal of this rejection with respect to these claims. 

B. Remarks Regarding Rejection over Kitano in view of Yoshida, Becker 
and Price 

Claims 1, 3, 4, 6, 7, 9-20, 22-25 and 27-36 were rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Kitano in view of Yoshida, U.S. Patent No. 6,379,675 issued to 
Robert Becker et al. ("Becker"), and Price. Applicant respectfully traverses and submits the 
cited art combinations, even if proper, which Applicant does not concede, do not render the 
claimed embodiment of the invention obvious. 

In order to establish a prima facie case of obviousness, the references cited by the 
Examiner must disclose all claimed limitations. In re Royka, 490 F.2d 981, 180 U.S.P.Q. 580 
(C.C.P.A. 1974). Furthermore, according to establish a prima facie case of obviousness, 
three basic criteria must be met. First, there must be some suggestion or motivation, either in 
the references themselves or in the knowledge generally available to one of ordinary skill in 
the art, to modify the reference or to combine reference teachings. Second, there must be a 
reasonable expectation of success. Finally, the prior art reference (or references when 
combined) must teach or suggest all the claim limitations. 

As previously discussed above, the combination of Price, Kitano and Yoshida fail to 
disclose a composition comprising "albumin in an amount less than about 5 g/1" as recited in 
Applicant's amended independent claims. Furthermore, the inclusion of Becker fails to 
remedy this deficiency as Becker is directed to immunological compositions and makes no 
reference to albumin. As such, Applicant submits that the combination of Price, Kitano, 
Yoshida and Becker fail to disclose all the limitation of Applicant independent claims. 

Consequently, for at least all the reasons stated above, Applicant respectfully submits 
that these claims are patentable over Kitano in view of Yoshida and Becker. Accordingly, 
Applicant respectfully requests withdrawal of this rejection with respect to these claims. 

C. Remarks Regarding New Claims 

Claims 39-49 were added in this response and depend from independent claims 1, 4 or 
20 and thus these dependent claims contains all of the limitations of their respective 
independent claim, and thus are allowable for at least the reasons stated in Sections A and B 
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above. See 35 U.S.C. § 1 12 ]f 4 (2004). Therefore, Applicant respectfully requests the timely 
issuance of a Notice of Allowance for these claims. 



In light of the above amendments and remarks, Applicant respectfully requests 
reconsideration and withdrawal of the outstanding rejections. Applicant further submits that 
the application is now in condition for allowance, and earnestly solicit timely notice of the 
same. Should the Examiner have any questions, comments or suggestions in furtherance of 
the prosecution of this application, the Examiner is invited to contact the attorney of record 
by telephone, facsimile, or electronic mail. 

Applicant believes that there are no fees due in association with this filing of this 
Response. However, should the Commissioner deem that any fees are due, Applicant 
respectfully requests that the Commissioner accept this as a Petition Therefor, and direct that 
any additional fees be charged to Baker Botts L.L.P.'s Deposit Account No. 02-0383, Order 
Number 069208.0113. 



SUMMARY 



Respectfully submitted, 




Larissa A. Piccardo 
Registration No. 60,448 



BAKER BOTTS L.L.P. 
One Shell Plaza 
910 Louisiana 
Houston, TX 77002 
Telephone: 713.229.1465 
Facsimile: 713.229.7765 
Email: larissa.piccardo@bakerbotts.com 



Date: June 27, 2008 
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